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Serial No* 09/712,408 

REMARKS ; 

The nonfiuM Office Action (Paper No, 8) mailed December X 2003, and the references of 
record have been received and reviewed. Claims 12-34 are cancelled without prejudice or 
disclaimer as being dtiwn to a nonelected group* Applicants specifically reserve the right to 
pursue the patent \ protection provided by these cancelled claims in a divisional application. 
Claims 1 and 5 axe amended, without prejudice or disclaimer, to clarify the claimed method. 
Claims 35-37 have beeh added* Accordingly, claims l-i 1 and 35-37 are now pending before the 
Examiner, with claims 4, 7* and 10 temporarily being withdfawn pending allowance of a generic 
or linking claim, keconsideration is respectfully requested* 

Telephone ffifffYtew; : 

The applicant* thank the Examiner for the courtesy of the telephonic interview conducted 
March 24, 2004, Applicants, found the interview very beneficial in more fully understanding the 
rejections. The present amendments incorporate the; amendments discussed therein, which 
overcome the rejections The present amendment ; of the claims presumes entry of the : 
amendment mailed February 24, 2004. 

Support for newlv added c laims 35-37; 

Support for claims 35-37 can be found fhrough but the specification, for example, at page 
4, line 22 to page 51, tine 2 and FIGs. 1 4.-1 7. . 

Further, thb method defined in base claim 35 differentiates oyer the references of record 
by requiring, for example, -the steps of; "manipulating ari inflatable member to grasp tissue on the 
interior of a stretch of said lumen; folding said tubular anatomical structure inwardly upon itself 
to form an inverted tissue bundle comprising tissue ftogi around a circumference of said lumen, 
said tissue bundle being! disposed within said stretch of said lumen; and applying a ligating 
structure to said tissue bundle effective to block a passage through said lumen/ 1 Applicants 
submit that none o£ the references, either alone or taken in combination, teach or suggest forming 
a tissue bundle inside a tubular anatomical structure with the method as claimed- 
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Rejection under 3$ U.9lC>qi02(a and/or e): 

Claim 1 stands rejected under 35 U.S.C. §102(a and/or e) as assertedly being anticipated 
by Frazier, et al. (US 6,231,561). Applicants respectfully traverse the rejection and clarify the 
claim by the amendments submitted in this paper. Applicants do not believe that Frazier et al 
discloses formation of ait inverted tissue bundle within! the ambit of as-filed claim 1, However, 
claim 1 now recites in part "grasping tissue With an inflatable member on the interior of said 
tubular anatomical structure at one or more locations disposed along a lumen of said tubular 
anatomical structure and manipulating said tubular anatomical structure to form an inverted 
folded tissue bundle comprising tissue from around the circumference of said tabular anatomical 
structure ,„. H At;most, in FIG* 11> Frazier et al. illustrates closing of an aperture. No tissue 
bundle, and in pairticulaJr no inverted folded tissue bundle, is evident. Reconsideration and 
withdrawal of the ibjecjitin is thus respectfully requested, 

Claims 1, 3, 5 and 6 stand rejected under 35 U.S,C. § 102(b) as assertedly being 

i ; : 

anticipated by Ehlers (US 5,224,497). Applicants respectfully traverse the rejection in view of 
the clarifying changes m^de to base claims 1 and 5. Claim 1 now explicitly requires grasping of 
tissue with an inflatable rctember at a location along a lumen of the tubular structure and forming 
an inverted folded; tissue bundle. In contrast, Ehlers discloses grasping a tubular structure at an 
end wall of a dead-end! pocket and does not teach or suggest an inflatable member for grasping 
the tissue. Applicants submit that the gripping structure, an inflatable member, . is a different 
grasping mechanistn and that such a mechanism results in a different manipulation of the tubular 
structure to form an inverted folded tissue bundle than contemplated by Ehlers, and differentiates 
the method encompassed by base claim 1, and its depending claim 3, from anything either 
disclosed or adduceable finom Ehlers. 

Base claim 5 is amended to recite "grasping tissue from the wall of said tubular 
anatomical structure with said grasper at oue or more locations around a circumference of, and 
disposed apart frotn an end of, said lumen, Wherein said grasper comprises an inflatable end 
portion." Similarly to claim 1» claim 5 differentiates over any method disclosed by Ehlers for 
grabbing and manipulating a tubular structure. Claim 6 4 which depends from base claim 5, is 

* ■ 7 ; 
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similarly differentiated! ftom this reference. Reconsideration and withdrawal of the rejection is 
respectfully requested, \ 

Claim 8 stands rejected under 35 U.S.C. §103(a) as assertedly being unpatentable over 
Ehlers r 497 in view of Booth et a]. (US 5,653,690). Applicants respectfully traverse the rejection 
and submit that there has been no proper prima facie showing that the invention defined by this 
claim, even as-filed, would have been obvioup to one of ordinary skill in the relevant art at the 
time the invention was riiade* The rejection erroneously construes Booth et al. as disclosing a 
gripping structure capable of retracting the wall of a tubular structure until that wall is capable of 
fitting into the firfit end -of an elongated tubular element At Col 8, lines 16-24, Booth et al. 
discloses that fHction cah be enhanced by gripping a structure to hold their device in place, but 
does not disclose or suggest any retraction capability enabled by any of their illustrated friction 
enhancing protrusions. Applicants submit that retraction of at least a portion of a wall of the 
tubular element is required to form an inverted tissue bundle, Furthermore, the principal 
reference does not disclose the elements of independent claim 5, from which claim 8 depends, as 
noted in connectioin with the 35 USC 102(b) rejection. \ Booth et al* simply does not supply the 
missing teachings: concerning grabbing and manipulating a tubular structure to form a tissue 
bundle. Reconsideration and withdrawal of the rejection is thus respectfully requested. 

Claim 9 stands rejected under 35 U,S C. § 103(a) as assertedly being unpatentable over 
Ehlers '497 in view of ; Booth et al. '690 and further iniview of Behl et al, (US 5,709*224). As . 
argued with respect to Claim 8, Ehlers modified by Booth et al, do not disclose or suggest all of 
the elements of claim 5, from which claim 9 indirectly depends. Further Behl et al. does not 
supply the missing teachings concerning grabbing and manipulating a tubular structure to form 
an inverted tissue bundle with an inflatable grasping member. Reconsideration and withdrawal 
of the rejection is respectfully requested. ; 

Claims 2 and 1 1 stand rejected under 35 U.S«C. §1 03(a) as assertedly being unpatentable 
over Ehlers '497. i Ehlers does not teach or suggest all of the elements of claims 1 and 5, as 
indicated in connection with the 35 USC 102(b) rejection. Thus, Ehlers 1 497 does not disclose all 
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of the claim elements- and, therefore, cannot- render the claims obvious. Reconsideration and 
withdrawal of the Rejection is respectfully requested. 

Double patenting ifeioctitin: 

Notice of the provisional rejection of the pending claims under the Judicially created 
doctrine of double patenting is acknowledged, Applicants offer to submit the appropriate 
response to the rejection upon allowance of claims in the later of the two applications, 

CONCLUSION 

In view of the foregoing amendment and remarks, reconsideration, joinder of claims 4, 7, 
and 10, and the prompt allowance of claims 1-1 1 , and 35-37 are respectfully solicited. Should 
any issues remain unresolved subsequent to the receipt of this paper, the Examiner is invited to 
contact the undersigned representative to resolve the matter. 



Respectfully submitted, 




Q. Scott Dorland, PhJD. 
Registration No. 5 1 ,622 
Attdrney for Applicants 
TraskBritt, P.C. 
P.O. Box 2550 

Salt Lake City, Utah 841 10-2550 
Telephone: 801-532-1922 

Date: March 30, 2004 ; 
GSD/gsd ! 
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